■ ■ ^nnrort -f the decisiin teing entered today was not 

Tne opinion m ^^PP^^^/ ^ ^ ^„„,^ b-idma precedent of the Board, 
written f^r putiication ana is Dinjinj ^ j. - 
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UNITED STATES r^ATENT 



r TRADEI-^iARK OFETCE 



272002 



BEFORE THE BOA? D OF PATENT APPEALS 

AMD iM :'erf!-:rences; 



Ex parte MICHAEL J. GFUMFY 
and 

MICHAEL PEARSON 



Appeal !lo. 2001-0i:;2 
Application No. 09/040,911 



O;] BRIEF 



Bef:.re p;iMLIN, PAK, and C'-ELMEEPO 
DELMEN C:0 , TViministra tive_la ^^^^ 



A.imin i s t ra^ti^^^at ent_j]jjdg<^ , 



REMAND PURSUAMT TO ^7_C^:^ j^L-J-i'jLl^il llgli 
on consideration of the record, we determine that the 
atove-xdentifxed appUcatxon as not ready for a decxsron on 
appeal under 35 U.S.C. § 1:4 -2002.. Accordrngly, we remand 
-h2S application to tne excjrr.inei l^^,. .^....-^ 

consideration not inconsistent with our cpinion fcelow and not 
.ncorsistent with current patent practice and procedure. 

Claims 1 through 17 on appeal stand rejected under IS 
U.S.C. § 103 (a. as unpatentable over: (i) PCT Application WO 



Appeal No. 2 001-0122 
Application No. 09/040,911 



Applicaticn 96/23855 of Dillworth et al. (Dillworth); or (in) 
U.S. Patent 5,833,721 issued to Hart et al. (Hart) on Nov. 10, 
1998. (Siie the examiner's answer of May 8, 2000, paper 12, page 
3, which refers to the Office action of Dec. 18, 1998, paper 5, 



page 2 . ) 



In an effort to rebut any possible prima facie case of 
obviousness, the appellants have presented detailed arguments m 
support of nonobviousness based on evidence already in the 
record. (Appeal brief, pages 10-13.) Specifically, the 
appellants roly on the experimental data found in the 
specification, namely the working examples and the associated 
data summari::ed in Tables 3-5. (Specification, pages 12-27.) 

The examiner, on the other hand, responds as follows 

(answer, page 5) : 

[T]he Examiner have [sic] reviewed and 
reconsidered the Experimental data of record relied on 
as sh.^wings of the results presented therein to rebut 
the prior art of record [sic]. The Examiner maintains 
the position stated in the final Office action paper 
No. 9 that Appellants have not drafted the claims m a 
manner to be within the scope argumented [sic] and 
supported by the Experimental data of record in the 
instant Application because the drafted claims do not 
exclude the teachings of the relied on prior art ^ 
(5,833,721) used in the art rejection of record. It is 
noted that arguments unsupported by factual evidence do 
not take the place of objective evidence of 



2 



Abdication Xc. 09/'040, 



evidence do not take the place of objective evidence 
of unc ovi jusness . 

We, :i :»:•;• tne appellants, have oifficulty understanding the 
examiner's r i-^ ^- 1 i -"^ • ^-^ particular, we are unclear what the 
examiner means by the statement "Appellants have not drafted the 
claims m manner t be within the scope ar.gumented [sic] and 
supported :.-y the Experimental data of record in the instant 
AF^plicat ion be:ause__the ^rafted_.cl_a^^^ 

^.^^^_<^,_r jh^re^d on prior ar t ( 5 , 8 3 3 ,^21^us ed in the art 
rejection f record." (Emphasis added.) Is the examiner 
lleqinq tnat Hart anticipates the appealed claim.s? Also, 
contrary t: the examiner's holding, the appellants' arguments in 
the appeal L^rief at paces I'J thrcuqn 13 are m fact supported by 
objective evilence. 

Upon return of this application, the examiner shou]d fully 
reevaluate the relied upon evidence and provide a detailed. 



a 



Liie the answer, the final Office action states (pp. 2- 



Ar{: 1 i ;:ants' ai-qurents have h-een reviewer: and 
-onsi -]'=-r-o j but arguments unsuppor ted by ractua^ 
-•■idor,'-e 3o not take the place of ::b]e:-,tive evidence 

ur -r-viousness. Aoplicants nave not drafted the 
dain.s in a manner to be within the scope argumented 
[cici and supported by the experimental data of record 
relied rn showing the results presented therein. The 
clair.s .^:s drafted do r.ot exclude the teachin:is of 
Wt/5/:-Ot:)3 [sic] cr WC' 96/23855 or Hart et al 
(:„ :;;^3,721) . 
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Appeal No. 2C01-0122 
Application No. 09/040,911 

reasono^d analysis on why the profferea evidence is insufficient 
tc cvercoric the <ssserted prima facie case of C'bvicusness , so as 

afford the appellants with a fair opportunity to respond to 
the examiner' s c rit icl sms . 

We emphasize tnat this remand, which is ordered pursuant to 
37 CFR § 1.196(a), does not authorize a supplemient a 1 examiner's 
answer as in 37 CFR § 1 , 1 93 (b) ( 1 ) (2000 ) , which is concerned with 
unanswered reply briefs. 
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Appeal N 



Applicable:; . 1 9 /' 0 4 1 , 9 1 1 

This application, by virtue of its "special" status, 
requires an immediate action. See MPEP § ^C'8.C1(C^' ;8th ed., 
Aua . 2001^. Thus, i: is important that the Board be promptly 
informed of any actic-n affecting the appeal in this case. 



REMANDED 




Edward C. Kimlin 
Administrative Patent Judge 
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